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REQUEST FOR WITHDRAWAL OF FINALITY OF 
AN OFFICE ACTION UNDER MPEP 706.07 



Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

The Applicants respectfully request withdrawal of the finality of the Office Action 
of May 24, 2002 since such finality is premature in light of the failure to indicate 
approval by the Technology Center 2800 Director of the: 

A. Schneller-type obviousness-type double patenting rejection of claims 1, 
10 5 and 31, as is required by MPEP Chapter 804(II)(B)(2) (page 800-27, 
8 th edition), and 

B. Rejection under 35 U.S.C. 103, of copied claims 31-36 (i.e., claims 1-5 
and 7 of USP 5,943,593), as is required by MPEP Chapter 2307.02 

As background to making this request the following sequence of events is 
particularly relevant. 

1. On August 7, 2000, the Applicants filed along with the original application 
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filing papers a REQUEST FOR INTERFERENCE UNDER 37 C.F.R. 1.607 which 
indicated the support in the present application for the claims 31-36 which were copied 
from USP 5,943,593, and requested declaration of an interference. 

2. The Applicants received a first Office Action, mailed July 5, 2001, in 
which claims 31-36 were rejected under 35 U.S.C. § 103(a) as unpatentable over Chae. 
(U.S. Patent 5,432,122) considered alone or together with Fehlner et al. (U.S. Patent 
4,915,772), and claim 31 was rejected under the judicially created doctrine of double 
patenting over claims 1, 8, 17, 24 of Application No. 09/615,842, stating "there is no 
apparent reason why the applicant would be prevented from presenting claims 
corresponding to those in the instant application in the other copending application. See 
In re Schneller. 397 F2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP 804." 

3. In August 2001, the USPTO issued its 8 th Edition of the Manual of Patent 
Examining Practice (MPEP) in which Chapter 804 was amended to reflect a new USPTO 
policy regarding the making of "Schneller-type" obviousness-type double patenting 
rejections, which states the such rejections "will be rare" and only be made after 
agreement of the SPE and the "approval of the TC Director." Additionally, the MPEP 
Chapter 2307.02 continued the USPTO policy of requiring the approval of the TC 
Director for any letter containing a rejection of a patent claims (such as the instant claims 
31-36). It is noted, that the first Office Action of July 5, 2001 failed to contain the TC 
Director's approval (signature) required for a rejection of copied claims 31-36. 

4. In response to the first Office action, Applicants 5 representatives filed a 
timely AMENDMENT on October 5, 2001, adding claims 37-72, traversing each ground 
of rejection, and requesting withdrawal of the rejections and an indication by the 
Examiner of the allowability of the claims 1-72. 

5. Thereafter, the Examiner issued a second non-final Office Action on 
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November 30, 2001, repeating the prior art combinations of the earlier Office Action to 
encompass claims 1-72 and adding a rejection of all claims under 35 U.S.C. 112 (first 
paragraph). Again, the Office Action did not contain the Director's approval of the prior 
art rejection of copied claims 31-36 as required by MPEP Chapter 2307.02. Further, the 
second Office Action did not indicate the TC Director's approval of the "Schneller-type" 
obviousness double patenting rejection as required by USPTO policy set forth in the 
MPEP Chapter 804 (8 th Edition, August 2001) 

6. In response to the second Office action, Applicants' representatives filed a 
timely REQUEST FOR RECONSIDERATION on April 3, 2002 traversing each ground 
of rejection and requesting withdrawal of the rejections and an indication by the 
Examiner of the allowability of the claims 1-72. 

7. The Examiner then issued the "final" Office Action May 24, 2002, in which 
each prior art combination rejection was repeated, and the 112(first paragraph) rejection 
was withdrawn. This Office Action, like the others previously, again failed to indicate 
the TC Director's approval of either the prior art rejection of copied claims 31-36 or the 
making of the "Schneller-type" obviousness double patenting rejection. A further 
deficiency in this latest Office Action is the Examiner's complete failure to respond to the 
Applicants' traversal of the "Schneller-type" obviousness double patenting rejection in 
the REQUEST FOR RECONSIDERATION on April 3, 2002, at Section B. The 
Applicants' traversal specifically noted that claims 1,8, 17 and 24 of the '842 application 
do not teach the "parallel" scanning of the present claims 1,10 and 31. 

The Applicants assert that the finality of the May 24, 2002 Office Action is 
premature since the Examiner has no authority to set forth in an office action either the 
prior art rejection of copied claims 31-36 or the "Schneller-type" obviousness double 
patenting rejection, as required by MPEP Chapters 2307.02 and 804, respectively, 
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without the TC Director's approval (signature) approving each rejection. Additionally, 
the Examiner did not respond to each of the Applicants' points of traversal of the 
rejections. Therefore, without such TC Director approval or response to Applicant's 
traversal, no "clear issue" can be developed between the Applicants and the Examiner, 
which is the principal prerequisite for making an office action final according to USPTO 
policy. (See MPEP Chpater 706.07). 

In light of these facts and for the above reasons, it is respectfully requested that the 
finality of the Office Action of May 24, 2002 be withdrawn and the Response filed on 
even date herewith be entered, pursuant to 37 C.F.R. 1.111 rather than 37 C.F.R. 1.116. 

Your prompt consideration of this request is earnestly solicited. If there are any 
questions concerning this request, please contact the Applicants' representative at the 
phone number below. 



NIXON PEABODY LLP 

8180 Greensboro Drive, Suite 800 

McLean, VA 22102 

(703) 770-9300 

(703) 770-9400 FAX 



Respectfully submitted, 




